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Qpi nion by Quinn, Adm nistrative Tradenmark Judge:

An application was filed by Vetenents Weill to

regi ster the mark shown bel ow

WEILL

FARIx

(“PARI'S” disclained) for “clothing, nanely, tops, shirts,

pants, sweaters, jackets, coats, ties, dresses, suits,
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shorts, lingerie, sleepwear, sw mwear; footwear; headwear;
| eat her pelisses and gl oves.”?

The trademark exam ning attorney refused registration
under Section 2(d) of the Trademark Act on the ground of
I'i kel i hood of confusion with the previously registered

mar ks shown bel ow.

c\%’ fin
ElL
PARIS

for “perfumes, bath salts, toilet water;”?

RAYMOND VEI L (standard character form for
“mechani cal watches with nmanual and automatic
wi ndi ng, electric and el ectronic watches, watch
movenents, cases, dials and bracelets; watch
parts, divers watches, chrononeters;
chronographs; electric, electronic or manual ly
wound tabl e clocks and al arm cl ocks; costune
jewelry; jewelry made wholly or partially of
preci ous netals and jewel ry watches;”?3

-

RW

RAYMOND WEIL

GENEVE '

MApplication Serial No. 78321221, filed Cctober 30, 2003, alleging first
use anywhere and first use in conmerce on January 31, 1989.

2Regi stration No. 617604, issued Decenber 12, 1955; renewed twice. The
registration indicates that Section 2(f) has been clained as to the
entire mark, and that the words “Parfuns” and “Paris” are disclainmed.
®Regi stration No. 1090831, issued May 9, 1978; renewed. The
registration indicates that “*Raynond Weil’ is a living individual, who
is president of [registrant], whose consent is of record.”
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”4

for “watches; and

TANGO BY RAYMOND WEI L (standard character form
for “watches.”®

The last three cited registrations are owed by the sane
entity.

When the refusals were nmade final, applicant appeal ed.
Applicant and the exam ning attorney filed briefs. An oral
heari ng was not request ed.

The exam ning attorney naintains that the dom nant
feature of each of the cited marks is WEIL, and that this
feature is the phonetic equivalent of the dom nant portion,
VEEI LL, of applicant’s mark. The goods are al so rel ated,

t he exam ning attorney contends, because clothing designers
sell, anong other things, clothing, perfunes, watches and
jewelry under their designer nanes. |In support of the
refusals, the exam ning attorney submtted third-party

regi strations show ng, according to the exam ning attorney,
that clothing designers have registered their nanmes for
clothing, as well as for watches, jewelry and perfunme. The
exam ning attorney also submtted third-party registrations

to show that various designers have registered their ful

“Regi stration No. 1474908, issued February 2, 1988; Sections 8 and 15
af fidavit accepted and acknow edged.

®Regi stration No. 2437761, issued March 27, 2001. The registration

i ndicates that “*Raynond Weil’ identifies a living individual whose
consent is of record.”
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nanmes (given nane plus surnane) as well as just their
sur nanes.

Applicant asserts that the exam ning attorney has
i nperm ssi bly dissected the marks. Further, applicant
argues that each of the cited marks has a different
commercial inpression fromthe one engendered by its mark,
and that the presence of the surnane WEIL in the cited
mar ks renders them weak and, thus, the registrations are
entitled to a narrow scope of protection. Applicant also
contends that the goods are not conmercially rel ated:
“[t]he fact that clothing designers |license their nanme for
use on eyewear, jewelry, perfunme and even furniture is not
evi dence to show a commercial relationship between such
goods where the marks are visually, verbally and
connotatively dissimlar, and none of the cited
registrations are used in connection with clothing.”
(Appeal Brief, p. 9). Applicant also points to the
coexi stence of the cited marks on the register and states
that, despite applicant’s use of its mark since 1989,
applicant is not aware of any instances of actual confusion
with any of the registered marks.

Qur determnation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative

facts in evidence that are relevant to the factors set
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forth inlInre E |I. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also: In re Majestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ@d 1201
(Fed. Cr. 2003). 1In any likelihood of confusion analysis,
two key considerations are the simlarities between the
marks and the simlarities between the goods. See
Federat ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also: In re Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ@2d 1531 (Fed. Cr
1997).

Regi stration No. 617604 (PARFUVS VEI L PARI S--stylized)

We first turn to a conparison of the marks. O the
four cited registrations, this one is the nost simlar to
applicant’s mark. Al though we have conpared the marks in
their entireties, there is nothing inproper in giving nore
weight to a particular feature of a mark. In re Nationa
Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Gir.
1985). W agree with the exam ning attorney that the
dom nant portion of applicant’s mark is the term WElILL. It
is well established that, in the case of a |ogo mark, the
literal portion of a mark generally is the dom nant feature
because it is the el enment by which consuners will refer to
and call for the goods. |In re Daconbe, 9 USPQRd 1813, 1814

(TTAB 1988). Further, descriptive matter generally is
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subordi nate to source-identifying portions of a mark
Thus, the WEILL portion of applicant’s mark dom nates over
t he geographically descriptive and disclainmed term PARI S
and the horse and carriage design in applicant’s mark. It
also is clear that the termVWEL in registrant’s mark is
t he dom nant feature of the registered mark; the generic
term PARFUVS and t he geographically descriptive termPARI' S
(both of which are disclainmed) are subordinate to WEIL.
Because of the presence of the simlar dom nant
portions, WEIL and VEILL (as well as the sanme geographic
term PARIS), the marks are simlar in sight and sound.
Consuners are not likely to note or renenber that WEIL and
VEILL differ by the presence or absence of the letter “L”
nor will they distinguish the marks based on this slight
difference. Under actual marketing conditions, consuners
do not necessarily have the |uxury of making side-by-side
conpari sons between marks, and nust rely upon their
i nperfect recollections. Dassler KGv. Roller Derby Skate
Cor poration, 206 USPQ 255 (TTAB 1980). As to neaning, to
t he extent that purchasers ascribe a surnanme significance
to WVEIL and VEILL, the marks will have the sane
connotation. As a result, both marks convey siml ar

commercial inpressions. Thus, the marks are sufficiently
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simlar that, if related goods were sold thereunder,
consuners |ikely would be confused.

We next turn to the du Pont factor regarding the
simlarity or dissimlarity of the parties’ respective
goods. In conparing the goods, it is not necessary that
they be identical or even conpetitive in nature in order to
support a finding of l|ikelihood of confusion. It is
sufficient that the circunstances surrounding their
mar keting are such that they would be likely to be
encountered by the same persons under circunstances that
woul d give rise, because of the marks used in connection
therewith, to the mstaken belief that the goods originate
fromor are in sone way associated with the sanme source.

In re International Tel ephone and Tel egraph Corp.

197 USPQ 910 (TTAB 1978). The issue of likelihood of
confusi on nust be determ ned on the basis of the goods as
set forth in the application and the cited registration.

In re Shell Ol Co., 992 F.2d 1204, 26 USPQ2d 1687, 1690 n.
4 (Fed. Cr. 1993); and Canadi an I nperial Bank of Commerce,
N.A. v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813,
1815-16 (Fed. Cir. 1987).

The merits of this refusal turn on the
simlarity/dissimlarity between the goods of applicant and

this registrant. The underlying basis of the exam ning
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attorney’s conclusion regarding the second du Pont factor
is that the involved marks are “designer marks.” The
exam ning attorney asserts that “[d]esigners sell all of

t hese goods under their designer nane, therefore, when used
in connection with a designer’s nane, consuners would be
likely to confuse the source of the goods.” The exam ning
attorney goes on to state “[a]pplicant is a clothing

desi gner and clothing designers tend to place their marks
on watches, jewelry and perfune,” and, “[w hen used in
connection with such sim |l ar designer nmarks, these goods
are sufficiently simlar to cause confusion in the

mar ket pl ace.” (Appeal Brief, pp. 6-7).

The problemw th the exam ning attorney’ s analysis, as
we see it, is that there is no evidence indicating that
either applicant or registrant is a designer, or that
consuners woul d perceive the terns as referring to
designers. Thus, we do not viewthis case as falling
within the purview of the designer mark cases wherein nore
vari ed goods were found to be rel ated because of the
practice of designers to license their nanmes for a w de

variety of goods.® Cf. Nina Ricci, SARL. v. ETF

®We note that the cases cited by the examining attorney invol ving

fashi on desi gner names are inter partes cases. |In this connection, we
appreci ate the fact that evidence of whether an entity is a designer is
often not available to exanmi ning attorneys and, thus, this is an issue
normal ly resolved in an inter partes proceeding.
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Enterprises, Inc., 203 USPQ 947 (TTAB 1979); and David
Crystal, Inc. v. Dawson, 156 USPQ 573 (TTAB 1967).

Qutsi de of the designer mark context, there is no
i nherent rel atedness between cl othing, on the one hand, and
perfunmes, bath salts and toilet water, on the other. 1In
attenpting to draw a connection between the two different
types of products, the exam ning attorney relied upon
third-party registrations. Third-party registrations which
individually cover a nunber of different itens, and which
are based on use in commerce, serve to suggest that the
|isted goods are of a type that may enmanate froma single
source. See Inre Albert Trostel & Sons Co., 29 USPQd
1783 (TTAB 1993). A close review of these registrations,
however, does not support the conclusion urged by the
exam ni ng attorney.

The third-party registrations owed by a single entity
for both clothing itens and perfunes and other toiletry
products are the followng: Reg. No. 1031093 ( FERRAGAMO
for clothing) and Reg. No. 2537519 ( FERRAGAMO f or
perfunes); Reg. No. 1016032 ( SALVATORE FERRAGAMO f or
clothing) and Reg. No. 2296242 ( SALVATORE FERRAGAMO f or
perfunmes); Reg. No. 1730539 (d ANFRANCO FERRE for cl othing
and perfunes); Reg. No. 1373892 (BOSS CREATI ON HUGO BGCSS

PARI S for clothing) and Reg. 2399198 (BOSS HUGO BGCSS f or
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perfunmes); Reg. No. 1795115 (LI Z CLAIBORNE for clothing)
and Reg. No. 2826541 (SPARK LIZ CLAI BORNE for perfunes);
and Reg. No. 2878673 (H HI LFIGER for clothing) and Reg. No.
2634237 (TOMW HI LFIGER for toiletry itens).’

The problemwi th these registrations is that they show
only three marks that have been registered by entities (one
entity owns two of the marks) for the types of goods
i nvol ved herein. Although there are also three entities
whi ch have registered variations of marks (e.g., H H LFI GER
and TOVWY HI LFI GER) for different goods, the Trostel case
refers only to third-party registrations of a single mark
as being evidence of the rel atedness of the goods
identified in the registrations. Even if we were to
consider the registrations of all five entities, however,
the evidence falls short in show ng that applicant’s goods
and the goods in the cited registration are related. Al
of these registrations appear to involve designer marks
and, as indicated earlier, we have no evidence that
applicant’s or registrant’s mark herein is a designer mark.
Based on this record, therefore, we cannot find that

perfunmes and clothing itens are rel ated goods, such that

'Sone of the entities own additional registrations of similar marks that
cover slightly different identifications of goods. For exanple, Tonmy
H I figer Licensing, Inc. also owms Reg. No. 2390195 (HI LFI GER ATHLETI CS
for col ogne).

10
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consuners woul d assune that they emanate froma single
source if they were sold under simlar marks.
In view of the above, this refusal is reversed.

Regi strati on Nos. 1090831; 1474908; and 2437761 ( RAYMOND
VEEI L mar ks)

Wth respect to the second duPont factor regarding the
simlarity between the goods, the Exam ning Attorney has
not shown that there is a rel atedness between cl ot hing, on
t he one hand, and watches and jewelry, on the other. Wth
regard to these three cited registrations, as was the case
wth the cited registration for PARFUVS VEIL PARI'S, the
exam ning attorney has relied upon third-party
regi strations of designer name narks to suggest a
connection between clothing and watches and jewelry. These
regi strations show that the sane five entities discussed
above (Salvatore Ferraganp Italia, S.P.A corporation Italy
via di e Tornabuoni; Hugo Boss A .G ; G anfranco Ferre
S.P.A; L.C Licensing, Inc.; and Tormy Hi | figer Licensing,
Inc.) have registered the sane or a simlar designer name
mark for both clothing and watches and jewelry. However,

i nasnmuch as there is nothing in the record to show that
either VEILL (the termin applicant’s mark) or RAYMOND WEI L
(the nane in the cited marks) is a designer nane, we do not

find the third-party registrations to be persuasive on this

11
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factor. Wiile the third-party registrations suggest that
desi gner nanmes may be used as marks for a variety of
products, the record does not include evidence that any
entity, other than a fashion designer, sells clothing and
wat ches and jewelry under the sanme mark. Thus, there
sinmply is no probative evidence to establish that consuners
are likely to believe that applicant’s clothing and
registrant’s watches and jewelry emanate fromthe sane

sour ce.

In view thereof, despite sone simlarities in the
marks, we find that the Ofice has failed to prove that
confusion is likely to occur fromapplicant’s use of its
mark on its identified clothing itens.

Decision: The refusals to register are reversed.
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